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Response to Arguments 

1. Applicant's arguments filed 6/30/201 1 have been fully considered but they are not 
persuasive. Applicant's argument throughout the response that Herz or Ellis or Williams do not 
recite the claimed subject matter. In response, it is pointed out that rejection relies on the 
combination of references, as discussed below. 



Claim Rejections - 35 USC §101 
2. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

Claims 20-42 are rejected under 35 U.S.C. 101 as not falling within one of the four 
statutory categories of invention. 

Considering claim 20, while the claim recites a series of steps or acts to be performed, the 
instant claim is not considered statutory. Based upon considerations of all of the relevant 
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factors with the respect to the claim as a whole, claim is held to recite an abstract idea, and is 
therefore rejected as being ineligible subject matter under 35 U.S.C. 101. See, Interim Guidelines 
for Determining Subject Matter Eligibility for Process Claims in view of Bilski vs. Kappos, 
hereinafter referred to as Interim Bilski Guidance; See Federal Register/Vol. 75, No. 
143/Tuesday, July 27, 2010; see pages 43923-43928. The rationale for this finding is explained 
below. 

For example, claim 20 recites, 'processing information indicative of preferences of the 
viewer to develop a viewer characteristics profile... ', which may be performed by a person who 
reviews information regarding the viewing history of particular viewer and as a result selects a 
profile that corresponds with the instant viewing history; 

'storing viewer characteristics information on a storage device ', is broad enough to read 
on the person writing the instant characteristics information on a piece of paper; 'presenting the 
viewer with a first list of TV programs... ', reads on the person showing the viewer a piece of 
paper that has a list of TV programs, arranged according to the viewer's characteristics 
information; 

'receiving feedback input from the viewer ', reads on the viewer selecting one of the TV 
programs on the first list or writing a comment regarding the list and/or a particular program on 
the list or not selecting any of the programs on the list; 
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'selecting via a statistical algorithm, an alternative profile... ', reads on the person using 
a mathematical formula that includes the feedback of the viewer to determine a different profile 
from the original profile of the viewer; and 'presenting the viewer with a second list in response 
to the feedback... ', similar to the above presenting step, the additional presenting step also reads 
on the person showing the viewer a piece of paper that has a list of TV programs, arranged 
according to the alternate profile. 

In view of the above analysis, examiner asserts that as a threshold matter, the claim fails 
the threshold M&T test. Examiner recognizes though, that the M&T test is not the only way for 
determining whether the claim is statutory under 35 U.S.C. 101. In particular, it is pointed out 
that the claimed steps are directed to either a mental activity or human behavior, both of which 
can be performed by a person and are considered general concepts. Use of the concept, as 
expressed in the method, would effectively grant a monopoly over the concept. 

Considering claims 28 & 32, the claimed method includes method steps similar to the 
steps discussed with respect to claim 20 and is likewise treated. Considering claims 21-27, 29-31 
& 33-42, the instant claims depend from claims rejected under 35 U.S.C 101, and do not add any 
elements that would overcome the instant rejections. 
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Claim Rejections - 35 USC § 112 

3. The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

4. Claims 20-42 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply with 
the written description requirement. The claim(s) contain subject matter which was not 
described in the specification in such a way as to reasonably convey to one skilled in the relevant 
art that the inventor(s), at the time the application was filed, had possession of the claimed 
invention. In particular, independent claims 20, 28 & 32 recite, 'selecting, via a statistical 
algorithm, an alternative profile... ' . In reviewing the attendant specification, examiner finds that 
Para [0018] discloses, "receiving the input from the viewer. . . and presenting the viewer with a 
list of alternate TV programs. . . the alternate TV programs selected in accordance with an 
alternate profile". However, this disclosure does not cover the claimed, 'statistical algorithm... '. 

It is noted that Para [3293-3294] discusses a random selection of profiles. 

It is also noted that original claim 27 recites, 'comprising randomly selecting the 
alternate profile from a plurality of alternative profiles '. However, again randomly selecting 
does not cover a 'statistical algorithm... ', because, by definition a random selection would not 
use any mathematical formula to choose the selection, instead random is the opposite of 
calculating the outcome. 
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Examiner does not find any support in the specification for the newly claimed feature, 
'selecting, via a statistical algorithm, an alternative profile... '. 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

6. Claims 20-42 are rejected under 35 U.S.C. 103(a) as being unpatentable over by Herz, 
(U.S. Pat # 5,758,257), in view of Williams, (U.S. Pat # 5,945,988) and Ellis, (U.S. Pat # 
6,898,762). 

Considering amended claims 20 & 28, the instant claims are analyzed as best understood, 
in light of the above 112 1 st paragraph rejection. The claimed amended claimed method of 
displaying a TV program to a viewer, comprising 'processing information indicative of 
preferences of the viewer to develop a viewer characteristic information profile for the viewer' is 
met by Herz, col. 10, lines 6-55; col. 11, lines 15-65 thru col. 12, lines 1-55; col. 14, lines 10-65, 
col. 15, lines 10-60. 
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'Storing the viewer characteristics information profile on a viewer storage device ', is met 
by col. 40, lines 21-65; col. 41, lines 1-15; col. 45, lines 9-30. 'Presenting the viewer with a first 
list of TV programs available for viewing, the programs selected in accordance with the 
characteristics information profile ', is met by Herz, col. 23, lines 1-18 & col. 25, lines 49-67, 
which teaches virtual channels of recommended programs or highlighting recommended 
programs on an EPG or re-ordering the list of programs on the EPG, based on the instant 
customer's profile. 

Regarding the amended claimed feature of 'receiving feedback input from the viewer 
after viewing the first list, the input requesting different selections than presented in the first list'; 
Herz discloses that the system determines if the customer actually watched the video programs 
that were recommended by the agreement matrix, col. 26, lines 51-67; col. 31, lines 5-14; col. 
46, lines 42-49, for the purpose of adjusting the agreement matrix of a particular customer. 

If the customer did not select/watch the predicted program(s), then the system adjusts the 
customer's profile, based on what program(s) was actually watched. Therefore the disclosure of 
Herz, reads on the claimed subject matter, since after the agreement matrix is updated, then the 
customer would be given an updated/adjusted (i.e., different) list of recommended programs, in 
light of what was actually requested by the customer, see col. 27, lines 1-6; col. 41, lines 8-14; 
col. 41, lines 57-63. 
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As for the amended feature, 'wherein the viewer characteristics information profile and 
the alternative characteristics information profile coexist and the first list and the second list 
remain available to the viewer', Herz does not explicitly teach such a feature. Nevertheless Ellis, 
which is in the same field of endeavor, teaches an interactive EPG that presents customized lists 
of programs based one or more customer profiles, col. 14, lines 1 1-36; col. 20, lines 17-67. Ellis 
furthermore teaches that the user may insert and use multiple profiles. In particular the multiple 
profiles may be active at the same time, col. 15; col. 16, Fig. 14. It would have been obvious for 
one ordinary skill in the art at the time the invention was made to modify Herz with Ellis, at least 
in order to allow the user have more than one active profile. 

Ellis reads on the claimed subject matter because the reference clearly teaches that not 
only can the user activate different profiles, such as profile #1 -profile #x; but also once the user 
is presented with a list of recommended programs based on the settings of the active profile(s), 
see Fig. 15 & Fig. 16a, later the instant user can change one or more of the setting(s) of the 
active profile(s), which will then present a different set of programs based on the current settings, 
see Fig. 16b-16c; col. 16, lines 34-61. All of these profiles coexist and remain available to the 
user, since these profiles can be saved, via the save agent 147 shown on Figs. 13a- 13f, col. 13, 
lines 27-55. 

As for the additionally amended claimed feature, 'receiving feedback input from the 
viewer, after viewing the first list, and in response to the viewer answering a query... the 
feedback input requesting different inputs than the first', the subject matter reads on the 
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subscriber in Williams (col. 11, lines 20-67 thru col. 12, lines 1-15) foregoing any selection from 
the recommended list, but instead choosing a different program, which then causes the associated 
profile/preference to be updated. These selections correspond with feedback. 

'selecting, via a statistical algorithm, an alternative profile in response to the feedback 
input, the alternative profile and viewer characteristics information profile both existing at the 
time the viewer provides the feedback input', still reads on the combination of Herz, Williams & 
Ellis, since in both Herz (col. 4, lines 31-65; col. 26, lines 21-50) & Williams (col. 9) the profile 
that is chosen to be the active profile done based on a mathematical calculation that determines 
which profile is most similar to the viewing history of the current TV pattern. Therefore, any 
additional changes to the current TV watching pattern would likewise require similar re- 
calculation to determine if the current profile is most similar or if another known profile would 
be most similar. 

As for 'presenting the viewer with a second list, in response to feedback input requesting 
different selections, different than in the first', including alternative TV programs for viewing, 
the alternative list selected in accordance with an alternative characteristics information profile ' 
for presenting the viewer with a second list, in response to the feedback, still reads on the 
combination since the viewer in Williams is given a second list of recommended programs based 
on the feedback, see (Fig. 3; Fig. 4; col. 11, lines 21-60). If the viewer in Williams decides not to 
view or record any of the shows, then the system continues to monitor the viewing habits of the 
viewer and will subsequently provide a different list of programs, which is feedback. Thus 
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Williams teaches presenting a second list of programs based on feedback from a viewer, from 
answering a query. 

In an example, in Williams the system will monitor the habits of viewer for a certain 
period of time, and based on the history suggest user profile, along with the associated 
programming, col. 9, lines 64-67 thru col. 10, lines 1-25. The user is explicitly prompted with the 
question as to whether the user profile selected by the system, is in fact the correct user profile 
for the person currently using the system. If the wrong profile is selected, then the system will 
likely make ineffective listings of recommended programs. Therefore the system takes feedback 
from the user, via a query, in order to provide programming that is most desirable to the instant 
user. 

Considering claim 21, the claimed subject matter is met by Herz, col. 29, lines 1-26. 

Considering claim 22, the claimed subject matter is met by Herz, col. 26, lines 21-50, 
which teaches that a plurality of profiles for different viewer may be stored at the STB. 



Considering claims 23-27, Herz meets all subject matter, col. 17, lines 35-65; col. 23, 
lines 1-15; col. 26, lines 5-65; col. 46, lines 1-20. 
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Considering claims 29-31, see Herz, col. 26, lines 1-21; col. 29, lines 1-25; col. 29, lines 
30-65 & col 45, lines 20-65; col. 49, lines 1-10. 

Considering claim 32, the claimed method for presenting TV programs to a viewer, 
comprises steps that correspond with subject matter mentioned above in the rejection of claim 
20, and is likewise treated. As for the additional feature, of the 'first list arranged without viewer 
input', in Herz the arrangement of the virtual lists are without user input, col. 45, lines 35-45. 

Considering claim 33, the claimed subject matter reads on the user in Herz manually 
selecting a different program, not on the recommended list of programs using a remote control 
device, such as remote control device 1008, see col. 46, lines 42-60; Fig. 10. 

Considering claim 34, by definition, at least some of the programs presented to the 
customer in Herz, based on an agreement matrix re-calculated as a result of an adjusted customer 
profile, would be different from the first list of recommended programs, as long as the programs 
that were actually watched by the customer had content attributes different from the content 
attributes of the programs in the first recommended list of programs. 

Considering claim 35, since Ellis teaches that each profile may be saved, via save agent 
147, each corresponding list would necessarily remain available to the user, see Figs. 9a-9b; Fig. 
11; Figs. 13a- 13f; col. 13, lines 25-55. 
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Considering claim 36, the second list in Williams is unrelated to the first list, as to the 
extent that the viewer's profiles & preferences change due to a different or unrelated viewing 
history. 

Considering claim 37, in Ellis the viewer is enabled to activate a particular profile, from a 
plurality of profiles, i.e., 'alternative available lists ', which will then display a particular set of 
recommended programs. 

Considering claims 38-42, Ellis teaches all subject matter, see col. 15, lines 1-28; col. 15, 
lines 55-64; col. 16, lines 15-61; col. 19, lines 45-62; col. 20, lines 17-59; col. 23, lines 51-60. 
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Any response to this action should be mailed to: 

Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

www.uspto.gov 

or faxed to: 

(571) 273-8300, (for formal communications intended for entry) 
Or: 

(571) 273-7290 (for informal or draft communications, please label 
"PROPOSED" or "DRAFT") 

Any inquiry concerning this communication or earlier communications from the examiner should 
be directed to REUBEN BROWN whose telephone number is (571) 272-7290. The examiner can 
normally be reached on M-F(8:30-6:00), First Friday off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Pankaj Kumar can be reached on (571) 272-301 1. The fax phone numbers for the organization where this 
application or proceeding is assigned is (571) 273-8300 for regular communications and After Final 
communications. 

Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status information for published applications may be obtained 
from either Private PAIR or Public PAIR. Status information for unpublished applications is available 
through Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



/Reuben M. Brown/ 

Patent Examiner, Art Unit 2424 



